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I. Real party in interest 

The real party in interest in this application is Medtronic, Inc, assignee of the 
application. 

II. Related appeals and interferences 
None 

III. Status of the claims 

Claims 1 - 5, 7 - 13, 25 and 29 are pending in the present application. Claims 8, 
14-24 and 26 - 28 are cancelled. No claims are amended or added. Claims 1 - 5, 7 - 
13, 25 and 29 stand rejected over Westlund. Claims 1 - 5, 7 - 13 and 25 stand rejected 
over Ley and Bush. Claim 29 is indicated to be allowable over Ley and Bush. 

IV. Status of amendments 

The Amendment After Final filed 5 April, 2010 has been entered in conjunction 
with the Notice of Appeal. The Claims Appendix reflects the claims as amended. 

V. Summary of claimed subject matter 

Claims 1 - 5, 7 - 13, 25 and 29 stand rejected. The subject matter of these 
claims is summarized below, by means of a discussion of the independent claims 1 and 
29. Patentability of the dependent claims is not separately argued. 

Claim 1 

Claim 1 sets forth a medical electrical lead. The lead is generally illustrated in 
Figure 1 and is generally described in paragraphs [0014 and 15]. 
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The lead comprises a component including a surface and a groove formed in the 
surface. The component is illustrated at 600A in Figure 6A. The groove is illustrated at 
620A in figure 6. The component and groove are described in paragraph [0019]. 

The lead further includes a conductor, the conductor extending within the lead 
and including a plurality of wire strands cabled together positioned within the groove of 
the component. The conductor is illustrated at 650 in Figure 6A and in more detail at 
500 in Figure 5. The conductor is described in paragraphs [0018 - 19]. The 
relationship between the conductor and the groove is illustrated in Figure 6A and 
discussed in paragraph [0019]. 

The lead further comprises a resistance weld formed between the conductor and 
the component. Figure 6A illustrates the conductor and the component as located in a 
resistance welder. The weld itself is illustrated in Figure 6C and described in Paragraph 
[0019]. 

The groove includes a depth and the conductor positioned within the groove 
includes a pre-weld diameter, the pre-weld diameter being greater than the depth of the 
groove. This relationship is illustrated in Figure 6A and discussed in paragraph [0019]. 

Claim 29 

Claim 29 sets forth a medical electrical lead. The lead is generally illustrated in 
Figure 1 and is generally described in paragraphs [0014 and 15]. 

The lead comprises a component comprising a substantially tubular body having 
an inner surface and a groove formed in the inner surface This version of the 
component is illustrated at 600B in Figure 6B. The groove is illustrated at 620B in figure 
6B. The component and groove are described in paragraph [0019]. 

The lead further comprises a conductor comprising a plurality of wire strands 
cabled together, the conductor extending within the lead and positioned within the 
groove of the component. The conductor is illustrated at 650 in Figure 6B and in more 
detail at 500 in Figure 5. The conductor is described in paragraphs [0018 - 19]. The 
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relationship between the conductor and the groove is illustrated in Figure 6Band 
discussed in paragraph [0019]. 

The lead further comprises a resistance weld formed between the conductor and 
the component. Figure 6B illustrates the conductor and the component as located in a 
resistance welder. The weld itself is illustrated in Figure 6C and described in Paragraph 
[0019]. 

The groove includes a depth and the conductor positioned within the groove 
includes a pre-weld diameter, the pre-weld diameter being greater than the depth of the 
groove. This relationship is illustrated in Figure 6A and discussed in paragraph [0019]. 

VI. Grounds of rejection to be reviewed on appeal 

A. Rejection Under 35 U.S.C. ^ 103 - Westlund (U.S. 6.643.550). 

Claims 1-5, 8-13, 25 and 29 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over Westlund (U.S. 6,643,550). This rejection is respectfully traversed. 

B. Rejection Under 35 U.S.C. § 103 - Rejection over Lev (U.S. 6. 912.423) in 
view of Bush (U.S. 5.385.578) 

Claims 1-6, 8 - 13, and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ley (U.S. 6, 912,423) in view of Bush (U.S. 5,385,578). This 
rejection is also respectfully traversed. 
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VII. Argument 

A. Rejection Under 35 U.S.C. § 103 - Westlund (U.S. 6.643.550). 

Claims 1-5, 8-13, 25 and 29 stand rejected under 35 U.S.C. 103(a) as being 
unpatentable over Westlund (U.S. 6,643,550). This rejection is respectfully traversed. 

The rejected claims require a component including a surface and a groove 
formed in the surface; a conductor comprising a plurality of wire strands cabled 
together, the conductor extending within the lead and positioned within the groove of the 
component; and a resistance weld formed between the conductor and the component; 
wherein the groove includes a depth and the conductor positioned within the groove 
includes a pre-weld diameter, the pre-weld diameter (of the multi-strand conductor) 
being greater than the depth of the groove. The rules of claim interpretation and 
common English usage thus require that the strands (plural) of the cable are welded in 
the previously designated groove (singular). This is clearly not shown in Westlund. 
Because the rejection depends upon the erroneous assertion that Westlund does show 
this feature, the rejection is correspondingly improper. Withdrawal of the rejection is 
thus respectfully requested. 

The Examiner argues that Westlund teaches such a cabled, multi-strand 
conductor (or a plurality of wire strands cabled together, as the Examiner would have it), 
in the form of the conductors 195, shown in cut-away view in Figures 10 C and 10D. 
This observation is respectfully asserted to be clearly factually incorrect. These figures 
illustrate a multi-filar coil comprising individual single strand solid conductors 195. 
Theses conductors/strands are not cabled together as required by the claims. As used 
in the specification of the application and as understood in the relevant art of 
implantable leads, the structure of a cabled conductor is clearly distinct from multi-filar 
solid strand conductor coil of the type disclosed in Westlund. 

A conductor formed of cabled strands is what the claim requires and Westlund 
doesn't show such a conductor. The terms: cable, cable conductor and cabled 
conductor are all well understood by those of skill in the art to be distinct from coiled 
conductors or conductor coils of the types shown in Westlund. Examples of the usage 
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of the term "cable" or "cabled" to describe a conductor within the relevant art are 
included in the Appendix below. Because they are issued US patents, they are self 
authenticating and require no accompanying Affidavits. They are cited only to show 
common usage. An interpretation of a claim limitation that is contrary to both its usage 
in the patent specification and its usage in the relevant art is respectfully asserted to be 
per-se unreasonable. Because the rejection depends upon this unreasonable 
interpretation, it is respectfully asserted to be clearly improper. 

Further, each conductor 195 (each strand) is located in a separate groove. As 
such even if the multi-filar coil of conductors 195 was considered to be a cable, it still 
would not be a conductor cable welded in the groove as required by the claims. 

As the Westlund patent doesn't disclose a cabled conductor of the type required 
by the claims located in "the groove" it cannot possibly address the appropriate 
mechanisms for welding a multi-stranded, cabled conductor into "the groove". The 
Examiner expressly contends that it would be obvious to make a pre-weld diameter of 
the conductor to be greater than the depth of the groove. However, as noted 
previously, if a single strand wire conductor as illustrated in Westlund (circular cross 
section) were larger than the depth of the groove as illustrated [square cross section], it 
correspondingly would also be wider than the groove and the points of greatest 
resistance would create a weld pool on the surface the conductor that is outside the 
groove, likely causing the weld to fail. Possibly this is why in the illustrated 
embodiments of Westlund, the individual conductors are all shown as having diameters 
less than or equal to the widths and depths grooves in which they are located. If the 
individual strands of Westlund actually were cabled together, Westlund correspondingly 
would suggest that the diameter of the resultant conductor should correspondingly be 
less than or equal to the depth and width of any groove (singular) in which it might be 
welded. Therefore, to the extent Westlund has teaching relevant to the invention, it 
teaches the exactly the contrary. Withdrawal of the rejection is requested for this 
reason as well 

The Examiner's opinion that "greater, equal and lesser" are all "identified 
alternatives" is respectfully asserted to be per-se inadequate, unless they are asserted 
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to be known equivalent alternatives. Not all known alternatives are necessarily 
substitutable for one another, particularly where the alternatives include exact opposites 
as in the present case. To take a scriptural example, "Thou shalt kill" is not a useful 
substitute for "Thou shalt not kill" in most situations, even though they are known 
alternatives to one another. 

The Examiner's opinion is further asserted to be erroneous for at least the 
following five specific reasons: 

First, "greater, lesser and equal" are seldom considered equivalents to one 
another. Ask any engineer, carpenter, cook or mechanic. 

Second, there is no mention of where these alternatives are "identified" as being 
equivalent. 

Third, within the teaching of Westlund, the express teaching is clear that the 
diameter of a conductor should be less than or equal to the depth of the recess (groove 
or bore) in which it is mounted. 

Fourth, in the claimed context of resistance welding, these would not in fact be 
equivalent alternatives in the case of single strands conductors welded in to grooves the 
reason discussed above. If the Examiner has some reference which discloses that all 
three "identified alternatives" have in fact been identified as equivalents in the context of 
resistance welding of single stranded conductors, this reference should be cited. 

Fifth, even if these three alternatives could be considered as obvious equivalent 
alternatives in the case of welding single stranded solid wires as disclosed in Westlund, 
the argument still does not address the questions associated with welding cabled 
stranded conductors as required by the claims. If the Examiner has some reference 
which discloses that all three "identified alternatives" have in fact been identified as 
equivalents in the context of resistance welding of cabled stranded conductors, this 
reference should be cited. 

For at least the foregoing reasons, Applicants assert that the rejection of claims 1 
- 6, 8 - 13, 25 and 29 over Westlund fails to meet the standard of common sense and 
should be withdrawn. 
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In response to the above arguments, the examiner's response was as follows: 

"However, the Examiner submits that the claim does not require a multi-strand 
cable but rather a plurality of wire strands cabled together." 

It is respectfully asserted that a "plurality of wire strands cabled together" is the 
definition of "a multi-strand cable". Therefore, it is respectfully asserted that this 
statement, however it may be interpreted, does not in any way address the deficiencies 
in the rejection as set forth above. Rejections of this sort (single reference Section 103) 
must meet the standard of common sense and must be set forth with sufficient 
specificity to show that the standard is met. (Perfect Web Technologies, Inc. v. 
InfoUSAJnc.) This statement does not meet the required standard. As the rejection 
apparently relies upon this statement, the rejection is respectfully asserted to be 
improper for this reason as well 

If the Examiner is arguing that Applicant's failure to exactly quote the language of 
the claims in the argument somehow renders the claims unpatentable, Applicants must 
respectfully note that the grounds for unpatentability are set forth in Sections 102 and 
1 03 and this isn't one of them. For the sake of completeness, however, it is respectfully 
noted that the above arguments are exactly the same whether the term "multi-strand 
cable" or "plurality of wire strands cabled together" is used to describe the conductor. 

B. Rejection Under 35 U.S.C. § 103 - Rejection over Lev (U.S. 6, 912,423) in 
view of Bush (U.S. 5,385,578) 

Claims 1-6, 8 - 13, and 25 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Ley (U.S. 6, 912,423) in view of Bush (U.S. 5,385,578). This 
rejection is also respectfully traversed. 

In the Final Action, the Examiner does not dispute that the diameter of the 
conductive core of Ley is equal to the depth of the groove. The Examiner instead 
argues that the outer diameter of the insulation ("diameter of the filar") is still greater 
than the depth of the groove. This is not disputed by applicants. However, the 
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obviousness of adding a resistance weld to this particular disclosed connection 
geometry is respectfully traversed for two reasons. 

First, as known to the art and as described in the present application, resistance 
welding is typically accomplished by placing oppositely polarized electrodes on either 
side of the intended weld site, each in electrical contact with only one of the two metal 
components to be welded, with the intended weld occurring between the electrodes. In 
Ley, after insertion of the insulated conductor into the groove, the surface of the "filar 
available opposite the intended weld site is covered with insulation, making a resistance 
weld impractical, or at the very least a bad idea. Yes, the insulation could theoretically 
be stripped off, but the expressly stated benefit of the connection as disclosed in Ley is 
avoiding the necessity of performing this step. Adding a process (resistance welding) to 
the disclosed connection geometry would thus necessitate removal the intended benefit 
of the connection geometry of Ley and therefore cannot be an obvious modification. 

Second, the connection geometry in Ley is intended to provide an alternative to 
welding, and to avoid the necessity of welding altogether. As such using a resistance 
weld in conjunction with the connection geometry of Ley would defeat its basic purpose 
and cannot reasonably be argued to be an obvious modification. This is true regardless 
of the fact that resistance welding generally is a well known mechanism for joining two 
metal components and is generally referenced in Ley, Bush and many other prior art 
patents. 

The present invention as claimed is directed to a specific improvement to a 
resistance welding process. The geometry of Ley is intended to provide an alternative 
to welding altogether. It is respectfully asserted that the Examiner's proposed addition 
of a resistance weld to the connection geometry of Ley is thus contrary to common 
sense and the rejection is thus inadequate as a matter of law. 

For at least the foregoing reasons, Applicants assert that the rejection of claims 
1-6, 8 - 13, and 25 based on Ley and Bush is improper and should be withdrawn. 

Claim 29 was not rejected over Ley in view of Bush in the Final Office Action and 
so should be allowable over Ley and Bush regardless of the patentability of claims 1 - 
6, 8 - 13 and 25 over these same references. 
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Applicant respectfully asserts that the present claims are in condition for 
allowance. Withdrawal of the instant rejections and issuance of a Notice of Allowance is 
respectfully requested. 

Respectfully submitted, 



August 6, 2010 
Date 



/Reed A. Duthler/ 
Reed A. Duthler 
Reg. No. 30,626 
(763) 526-1564 
Customer No. 27581 
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VIII. Claims Appendix 

The claims appealed are as follows: 

1 . A medical electrical lead, comprising: 

a component including a surface and a groove formed in the surface; 

a conductor, the conductor extending within the lead and including a plurality of 
wire strands cabled together positioned within the groove of the component; and 

a resistance weld formed between the conductor and the component; 

wherein the groove includes a depth and the conductor positioned within the 
groove includes a pre-weld diameter, the pre-weld diameter being greater than the 
depth of the groove. 

2. The medical electrical lead of claim 1 , wherein the surface has a curved profile. 

3. The medical electrical lead of claim 2, wherein the component comprises a 
substantially tubular body and wherein the surface is an inner surface of the 
substantially tubular body. 

4. The medical electrical lead of claim 2, wherein the surface of the component 
forms an outer diameter. 

5. The medical electrical lead of claim 2, wherein the surface of the component 
forms an inner diameter and the component further includes an outer electrode surface. 

6. The medical electrical lead of claim 5, wherein the outer electrode surface 
includes a titanium nitride coating. 

7. (Cancelled) 

8. The medical electrical lead of claim 1 , wherein the conductor is a coil. 
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9. The medical electrical lead of claim 1 , wherein the groove extends approximately 
aligned with a longitudinal axis of the component. 

1 0. The medical electrical lead of claim 1 , wherein the groove extends approximately 
transverse to a longitudinal axis of the component. 

1 1 . The medical electrical lead of claim 2, wherein the groove spiraling about a 
portion of a circumference of the surface. 

12. The medical electrical lead of claim 1 , wherein the groove includes an 
approximately semi-circular cross-section. 

1 3. The medical electrical lead of claim 1 , wherein the groove includes an 
approximately v-shaped cross-section. 

14-24 (Cancelled) 

25. The medical electrical lead of claim 1 , wherein the component comprises an 
elongated body, and wherein the groove comprises a longitudinal slot substantially 
parallel with the longitudinal axis of the elongated body. 

26-28. (Cancelled) 
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29. A medical electrical lead, comprising: 

a component comprising a substantially tubular body having an inner surface and 
a groove formed in the inner surface; 

a conductor comprising a plurality of wire strands cabled together, the conductor 
extending within the lead and positioned within the groove of the component; and 

a resistance weld formed between the conductor and the component; 

wherein the groove includes a depth and the conductor positioned within the 
groove includes a pre-weld diameter, the pre-weld diameter being greater than the 
depth of the groove. 
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IX. Evidence Appendix 

The following patents from Medtronic's competitors are just a few of the available 
examples which illustrate that their usage of the term "cable" to describe a conductor is 
the same as Medtronic's and does not apply to a multi-filar coil of solid wires as in 
Westlund. Numerous Medtronic patents also employ this nomenclature, but it believed 
that these would be cumulative to the present application, which discloses Medtronic's 
usage of the terms. These terms are also used in the technical manuals describing the 
products to the physicians that purchase them, so the terms are correspondingly also 
understood by the medical community. If there is any disagreement by the Examiner 
that these are in fact the common usages usages of these terms in the relevant art of 
medical leads, additional exhibits can and will be provided. The terms cable, cable 
conductor and cabled conductor are all well understood by those of skill in this art area 
to be distinct from coiled solid conductors as disclosed in Westlund. 

As the Patent Office has copies of these references, it is understood that 
complete copies need not be submitted. 
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X. Related Proceedings Appendix 
None. 



